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DETAILED ACTION 

1 . This Action is in regards to the Amendment and Reply received on 01 March 2005. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-30 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 19-30 are is not limited to tangible embodiments. In view of Applicant's 
disclosure, specification page 7, lines 10-19, the medium is not limited to tangible embodiments, 
instead being defined as including both tangible embodiments and intangible embodiments. As 
such, the claim is not limited to statutory subject matter and is therefore non-statutory. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1-30 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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Regarding exemplary independent claim 1, the recitation means for communicating 
directly between the first and second hosts" is unclear as to what qualifies as directly 
communicating. It is the examiner's position that directly communicating between the 
first host and second host could mean communicating with another host through which 
another device is between the two hosts. It is requested that the Applicant clarify whether 
or not there is intervention between the two hosts. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wilson, U.S. 
Patent No. 6,718,347 in view of Latif et al. (Latif), U.S. Patent No. 6,400,730. 

8. Regarding claim 1, Wilson discloses the invention substantially as claimed. Wilson 
discloses a system for communication between a first host and second host comprising: means 
for communicating between a first host and a storage area network using a area network 
protocol [see Wilson, Figures 12, 13, 16, Col. 34, lines 49-67, Col. 35, lines 1-12]; means for 
communicating between a second host and the storage area network using the area network 
protocol [see Wilson, Col. 11, lines 15-47]; and means for communicating directly between the 
first and second hosts using the protocol using the area network protocol [see Wilson, Col. 11, 
lines 15-47, Col. 14, lines 12-39]. However, Wilson does not explicitly disclose means for 
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communicating directly between the first and second hosts using the storage area network 
protocol in a non-ESCON protocol manner. 

9. In the same field of endeavor, Latif discloses (e.g., methods and apparatus for receiving, 
translating and routing data packets between different protocols). Latif discloses storage area 
network protocol in a non-ESCON manner [see Latif, Col. 1, lines 35-44, Col 2, lines 15-67, 
Col. 6, lines 6-67]. 

10. Accordingly, it would have been obvious to one of ordinary skill in the networking art at 
the time the invention was made to have incorporated Wilson's teachings of a method for use in 
a computer system including first and second computers and first and second storage systems 
with the teachings of Latif, for the purpose of providing a more efficient means for 
communication between different protocols [see Latif, Col 1, lines 65-67 and Col. 2, lines 1-54]. 
Thus, Wilson provides motivation to combine by stating that there exists a need improve 
performance modifying existing ESCON protocol [see Wilson, Col. 14, lines 28-30]. 
Furthermore, Wilson also discloses that other standard conventional communication links 
between the storage controllers could be used [see Wilson, Col. 10, lines 28-52]. By this 
rationale claim 1 is rejected. 

1 1 . Regarding claim 2, Wilson-Latif further discloses wherein the storage area network 
protocol is a FICON protocol (Latif teaches utilizing FCP (Fiber Channel Protocol), [see Latif, 
Col. 2, lines 15-34]. The same motivation that was utilized in claim 1, applies equally as well to 
claim 2. By this rationale claim 2 is rejected. 

12. Regarding claims 3, Wilson-Latif further discloses wherein the means for communicating 
comprises: means at the first host for translating between the storage area network protocol and 
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a host- to~host communications protocol selected from the group consisting of TCP/IP [see Latif, 
Col. 6, lines 23-37] and SNA (The Examiner takes Official Notice (see MPEP 2144.03), that it 
would have been obvious to one of ordinary skill in the networking art at the time the invention 
was made for the communication protocol selection to have included SNA since SNA can be and 
is used with TCP/IP as well as being utilized at the data link layer and thus since Wilson does 
provide for the teachings of the data link layer that defines the physical format in which data is to 
be transferred to and/or from the network), [see Wilson, Col. 32, lines 49-54]. By this rationale 
claim 3 is rejected. 

13. Regarding claims 4-6, the limitations of these claims are substantially the same as that of 
claims 1-3 and thus are rejected for the same rationale in rejection of claims 1-3. 

14. Claims 7-18, list all the same elements of claims 1-6, but in method form rather than 
system form. Therefore, the supporting rationale of the rejection of claims 1-6 applies equally as 
well to claim 7-18. Furthermore with regards to the limitations of encapsulating TCP/IP packets 
from the first host in 8232 protocol frames (Latif teaches encapsulation that is over a high speed 
network), [see Latif, Col. 6, lines 23-37]; transmitting the 8232 protocol frames to the second 
host using the FICON protocol [see Latif, Col. 6, lines 23-37]; and decapsulating the TCP/IP 
packets from the 8232 protocol frames at the second host [see Latif, Col. 11, lines 57-63]. 

15. Regarding claims 19-30, list all the same elements of claims 1-6, but in article for 
communicating form rather than system form Therefore, the supporting rationale of the rejection 
of claims 1-6 applies equally as well to claim 19-30. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William C. Vaughn, Jr. whose telephone number is (571) 272- 
3922. The examiner can normally be reached on 8:00-6:00, 1st and 2nd Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571) 272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 17-S|f<)7 (tolkfi^e). 
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